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DETAILED ACTION 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 and 8-1 1 are rejected under 35 U.S.C. 103(a) as being obvious over 
Ahlersetal (US 6,852,661). 

The applied reference has a common assignee and common inventors with the 
instant application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) 
might be overcome by: (1) a showing under 37 CFR 1.132 that any invention disclosed 
but not claimed in the reference was derived from the inventor of this application and is 
thus not an invention "by another"; (2) a showing of a date of invention for the claimed 
subject matter of the application which corresponds to subject matter disclosed but not 
claimed in the reference, prior to the effective U.S. filing date of the reference under 37 
CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application 
and reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
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The instant claims are drawn to a process for preparing dialdehydes and/or 
unsaturated monoaldehydes by reacting a compound having at least two unsaturated 
bonds with carbon monoxide and hydrogen in the presence or a hydroformylation 
catalyst comprising at least one complex of a group VIII transition metal, and at least 
one ligand selected from chelating pnicogen compounds of formula (I). 

Ahlers et al teach a catalyst comprising a group VIII metal based on a phosphine 
amidite ligand for use in hydroformylation reactions. The generic structure of the ligand 
(col. 2, lines 50-65) and the specific examples of the ligand (col. 7, lines 55 to col. 8, line 
35) engenders a catalyst complex that is within the scope of the complex employed in 
the present invention. The reference further teaches that the molar ratio of ligand to 
metal is from about 1:1 to 1000:1 (col. 11, lines 59-67). The hydroformylation reaction 
is conducted at temperatures from 20 to 180° C. The catalyst employed in the invention 
can be separated from the reaction product by customary methods known in the art, 
and can be generally reused for the hydroformylation. 

The difference between Ahlers et al and the present invention is that Ahlers et al 
do not expressly teach or recite an example wherein a compound having at least two 
unsaturated double bonds is hydroformylated to produce a dialdehyde or unsaturated 
monoaldehyde, as per the current invention. 

However, Ahlers et al do teach that olefins that are suitable for the 
hydroformylation reaction as per their invention include dienes or polyenes, such as 1,3- 
butadiene, 1 ,4-pentadiene, vinyl cyclohexene, and dicyclopentadiene (col. 12, lines 35- 
41). 
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It therefore would have been obvious to a person of ordinary skill in the art that 
the hydroformylation catalyst disclosed by Ahlers et al could be used to catalyze the 
hydroformylation of mono-olefins, di-olefins, or other polyenes, and that when a diene is 
selected as the starting material, the process of Ahlers et al could be employed to 
produce the corresponding dialdehyde and/or unsaturated monoaldehyde, given the 
reaction conditions taught by the reference. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 



Claims 1-7 and 10 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable overclaim 13 of copending 
Application No. 10/473,216. Although the conflicting claims are not identical, they are 
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not patentably distinct from each other because both the instant claims and the claim of 
the co-pending application are drawn to the process of hydroformylation an unsaturated 
compound using the same pnicogen chelate catalyst complex. The difference is that 
the instant claims expressly recite a process for preparing dialdehydes or unsaturated 
monoaldehydes starting from a compound having at least two unsaturated double 
bonds, while claim 13 of the co-pending application only recites hydroformylation a 
compound having at least one unsaturated double bond. It would be obvious to a 
person of ordinary skill that in practicing the invention of co-pending claim 13, one could 
select starting material having at least two unsaturated double bonds and be operating 
within the scope of the claim, and as shown in such as case, there is no patentable 
distinction between the instant claims and claim 13 in the co-pending application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

The examiner would like to point out the specification does not include a "Brief 
Description of the Drawing" section. Applicants should correct this deficiency when 
replying to this office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sikarl A. Witherspoon whose telephone number is 571- 
272-0649. The examiner can normally be reached on M-F 8:30-6:30. 



Application/Control Number: 10/527,635 



Page 6 



Art Unit: 1621 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information,for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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